
 

Analysing Brexit’s Impacts on European Union Trade Marks1 

Trade marks in the European Union are one of the most heavily harmonised 

intellectual property rights. It comprises of a dual system whereby owners can opt for a pan-

EU registered trade mark which protects the registered trade mark in all member states of 

the EU (hence why it’s heavily harmonised), or instead register their trade marks with each 

individual member states’ national trade mark system. In the United Kingdom, EU trade mark 

laws take effect via the transposition of the Trade Mark Directives into national law,2 and 

also through the direct effect of Trade Mark Regulations.3  

When the UK voted to leave the EU, the future of EU trade mark laws in the UK was 

(and still is) struck with uncertainty. Article 165 of the EU Community Trade Mark 

Regulation4 sets out provisions covering the expansion of the EU to new members, but no 

provisions are provided in the event a member state decides to exit the EU. Although it 

depends on the kind of post-Brexit deal struck,5 it is highly likely that existing EUTMs would 

cease to cover the UK post-Brexit.6 The term “post-Brexit” in the context of this essay refers 

to the scenario when the UK formally exits the EU. 

 At the time of writing, it is safe to say that a “hard Brexit” instead of a “soft Brexit” is 

the more favoured approach of the UK government, as it has all intentions on leaving the 

Single Market.7 However, the government has also stated that the agreement struck with the 

EU post-Brexit may “take in elements of current single market arrangements in certain 

areas”.8 This interesting paradox makes it difficult to digress purely on the assumption of a 

“hard Brexit” alone. Therefore, although this essay predominantly assumes that a “hard 

Brexit” will be adopted, the implications of adopting other models will be discussed to a 

certain extent where relevant.  
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 This essay is divided into 4 parts – general considerations (as to the effects of Brexit 

on EU trade marks); impact of Brexit on trade mark litigations; licensing agreements; and 

potential legislative actions. It strives to answer three questions where relevant, namely – 

what the implications of Brexit on owners of EU trade marks are; how owners of EU trade 

marks can effectively maintain their rights as per those implications; and whether any 

assistance by way of legislation is needed in order for rights to be effectively maintained.  

General considerations 

Potential revocation of trade mark 

 Trade marks in the EU must be put to genuine use in connection with the goods or 

services listed in its registration.9 Whether this requirement may be satisfied if an EU trade 

mark has been put to use in a single EU member state only, is still unclear regardless of 

Brexit.10 Post-Brexit, a few further questions arise – what would happen to EU trade marks 

that have been used only in the UK and would pre-Brexit “genuine use” be accounted for in 

the registration of an EU trade mark? 

For EU trade marks used in both the UK and other member states, there should be 

less of an issue in relation to satisfying the requirement of “genuine use”, although the extent 

of relevant non-UK use may still be an issue in the event that only minor use of the relevant 

mark has been made outside the UK. As for EU trade marks which have been used only in 

the UK, such use might not be sufficient to constitute “genuine use” capable of maintaining 

the mark post-Brexit.  A few commentators have opined that a transitional period should be 

introduced to enable owners of such EU trade marks to fulfil the requirement of “genuine 

use” in a post-Brexit EU.11 In such a situation, legislative intervention would be required, not 

only to deal with the issue of whether a transitional period should be imposed, but also to 

provide clarity as to the “territory” accounted for in assessing “genuine use” post-Brexit.  
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Politically, it is unlikely that a new geographical scope which extends to the EU would 

be introduced as part of this new “territory” (or vice versa – the EU introducing a scope which 

includes non-member states as part of this “territory”).  As for EU trade marks used only in 

other member states (and not the UK), whether the rights attached to such EU trade marks 

would be recognised in the UK would depend on the type of legislative assistance enacted 

(eg, the 7 scenarios which have been identified by the Chartered Institute of Trade Mark 

Attorneys which will be discussed later on in this essay). 

For the time-being, in order to mitigate the possibility of a potential revocation 

following Brexit, owners of EU trade marks used primarily in the UK wishing to maintain their 

right could consider using their marks12 in member states other than the UK, or if they seek 

protection in the UK post-Brexit but have only used their mark in other member states, to use 

their mark in the UK. 

Exhaustion of rights 

 The principle of exhaustion of rights13 finds roots in the principle of free movement of 

goods, underlined in the Treaty on the Functioning of the European Union. Once a good has 

been placed on the market in the European Economic Area (“EEA”) with the consent of the 

trade mark owner, the trade mark owner would not be able to prohibit the circulation of the 

good within the member states of the EU. This principle applies to not only member states of 

the EU, but also to member states of the European Free Trade Agreement (“EFTA”). It 

should be noted that the concept of exhaustion is not absolute, as the trade mark owner may 

oppose further dealings of his goods where there exists a “legitimate reason” to do so.14 

The impact of Brexit on EU trade mark owners' rights in this context will very much 

depend on the nature of the final Brexit 'deal'. For example, where a “soft-Brexit” is adopted 

and the UK decides to remain in the EEA, the exhaustion principle would remain unchanged 

from a situation pre-Brexit,15 and the rights attached to an EU trade mark will be exhausted 

throughout the EU once the goods are placed either in the UK or in the rest of the EEA. 

Where the UK opts to exit the EEA altogether (a "hard Brexit"), in the UK this might mean 

the return to the UK's general pre-EU accession approach of applying a principle of 
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"international exhaustion" of trade mark rights. This would mean that if goods were put on 

the market anywhere in the world (whether in the UK or not) with the consent of the trade 

mark owner, then the subsequent sale of those goods cannot be prevented.16 Alternatively, 

the UK may choose to introduce "national exhaustion" of rights, meaning that where goods 

are placed in UK markets, the national right to control subsequent circulation of the goods 

will be exhausted and the trade mark owner cannot stop his goods from being resold. 

However, where the goods are placed in markets outside the UK, there would be no 

exhaustion of rights and the trade mark owner can continue to control the circulation of his 

goods.17 

Claiming seniority 

 The owner of a national trade mark in an EU member state is allowed to claim 

seniority in a subsequent registration for a pan-EU trade mark.18 The EU trade mark owner 

would be able to benefit from the earlier filing date (of the national registration of the mark in 

his member state) without having to maintain the national registration. The national 

registration can then be allowed to lapse, to be “picked up” by the subsequent pan-EU trade 

mark.  

It is unclear how a right to a seniority claim would be maintained post-Brexit for UK 

trade mark owners trying to benefit from an earlier filing date in the registration of an EU 

trade mark. Since the status of this is uncertain, it has been suggested that UK trade mark 

owners renew their UK trade mark instead of allowing it to lapse in favour of an EU trade 

mark.19  

Impact of Brexit on trade mark litigations 

Influence of EU jurisprudence 

 As mentioned at the start of this essay, EU law on EU trade marks not only applies 

via the implementation of the TMA 1994, but also via the direct effect of Regulations. The UK 

courts are also required to interpret EU law in line with the purpose of the underlying EU 

legislation and with guidance from the decisions of the Court of Justice of the European 

Union.  
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 If the UK decides to remain within the EEA, there won’t be many changes as non-EU 

EEA states are required to implement a large number of EU directives on intellectual 

property rights.20 And although in this situation the UK courts would not be bound to 

decisions of the CJEU, it would be subjected to the EFTA Court which takes “due account” 

of CJEU case law and issues “advisory” opinions to its member states, which are followed in 

practice.21  

 If the UK does not join the EEA, it would not be required to maintain any EU law, and 

will no longer be bound by the decisions of the CJEU. If the current EU Regulations are to 

apply post-Brexit, they would have to be transposed into UK national law as the principle of 

direct effect would no longer apply. This is in contrast to EU directives which have already 

been transposed and implemented into the UK via an Act of Parliament prior to the date of 

Brexit, which would already constitute part of UK law. In this regard, the so-called "Great 

Repeal Bill" has proposed for the automatic conversion of directly applicable EU laws as at 

the time before the UK leave the EU (such as EU Regulations),; and preservation of EU laws 

such as EU directives which have already been implemented into the UK.22 It is uncertain 

whether as a result of such implementation/preservation of EU laws, EU trade marks will 

continue to be enforceable in the UK.23 Nonetheless, the Great Repeal Bill did not single out 

intellectual property as an issue on its own, and as such it is yet to be seen just how far the 

implementation/preservation of EU laws would be carried out.  

As for case laws, the Great Repeal Bill has proposed that historic CJEU case laws 

will be given the same binding status as decisions of the UK Supreme Court – meaning that 

departure from previous case laws can only happen at the highest appellate level, which 

might lead to an increase in IP cases going up to the highest level of appeal should the 

Great Repeal Bill be passed in Parliament.24 Another question arises – how would judges (at 

any level) interpret the laws which originate from the EU but have been decided post-Brexit? 

Adopting the purposive approach, judges could still look into EU legislative and preparatory 
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materials and the underlying purpose of the EU in enacting the law (which has been 

transposed into the UK pre-Brexit or as a result of the Great Repeal Bill), and make 

decisions accordingly. Alternatively, future CJEU jurisprudence would still be persuasive and 

adoption of such persuasive judgments would largely depend on judicial discretion. 

Hence, in a macroscopic sense, future CJEU jurisprudence would no longer be 

binding and on the surface, this might lead to a divergence in jurisprudence in the post-Brexit 

environment. However, in a more microscopic sense, the extent to which case laws would 

diverge from CJEU jurisprudence would depend largely on (a) whether the law applied on 

the facts stems from an EU law (and if so, still refer to the underlying purpose of enacting 

those laws when interpreting such laws); and (b) judicial comity in adopting persuasive 

judgments, whether to be reciprocal in application or otherwise. 

Jurisdiction and enforcement of judgments in cross-border disputes25 

 Members of the EU benefit from the Brussels I Regulation (recast)26 and Lugano 

Convention27 which ensure that common jurisdictional rules apply and that judgments in one 

member state would be enforceable in other member states. Generally, defendants may be 

sued in the member state in which they are domiciled, with "special jurisdiction" for matters 

relating to tort extending to the courts of member states in which a harmful event has or may 

occurred where a defendant is not domiciled in the relevant member state. For cases 

concerning validity or registration of an IP right, the relevant court would be the court in the 

member states in which the registration was applied for.28  

 Whether this arrangement continues also depends on the post-Brexit model adopted. 

For example, was the UK to become a member of EFTA, it would continue to be a party to 

the Lugano Convention, although not a party to the Brussels I Regulation (recast). In this 

scenario, the current position would remain mostly unchanged, although with regards to 

cross-border enforcement of judgments, there is a more complicated process, which would 

involve the judgment creditor applying for a notice of declaration of enforceability (of the 

judgment to be enforced) from the court of the country in which the debtor resides in, before 

the judgment (and the declaration) can be served on the debtor.  This would incur higher 

costs for EU trade mark litigants.29 
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 Alternatively, if the UK decides to ratify the Hague Convention on Choice of Court 

Agreements,30 it would substantially change the current position. The Hague Convention 

which provides a worldwide framework of rules on jurisdiction and enforcement of judgments 

has a more limited geographical scope, and more grounds in which enforcement of a 

judgment can be refused as compared to the Brussels I Regulations (recast). Claims relating 

to validity or infringement of IP rights is also excluded except where it concerns a breach of 

contract.31  

Another alternative is that the UK does nothing. Considering the effects of the Great 

Repeal Bill (should it come into force), even if the UK were to incorporate the Brussels I 

Regulations (recast) into UK law, nothing would require EU member states to do so in return. 

The Brussels I Regulations (recast) would no longer cover enforcement of judgments in the 

UK (as the UK is no longer a member state) and hence such incorporation into national law 

would not be practical. In contrast, the Brussels Convention 196832 (which was pre-Brussels 

I Regulations (recast)) has been implemented into UK law via the Civil Jurisdiction and 

Judgments Act 1982, and has been in force since. With regards to enforcement of 

judgments in particular, under the Brussels Convention 1968, the procedure would be as per 

the law of the State where enforcement is being sought. Nonetheless, the framework set out 

under the Brussels I Regulations (recast) is far ahead of the Brussels Convention 1968, and 

it is hard to reconcile the interplay between both regimes (given that one is the update of the 

other).33 This would create uncertainty for EU trade mark owners (and other litigants) 

seeking to enforce UK judgments in the EU, or vice versa.  

 It should be noted that where arbitration is concerned, the enforcement of arbitral 

awards will not be directly impacted by Brexit.34 This might serve as an attractive alternative 

for EU trade mark litigants instead of bringing a case to court, especially where certainty of 

enforcement is the main concern. Nonetheless, not every EU trade mark dispute can be 

dealt with adequately by arbitration due to its tortious nature (arbitration normally requires 

contractual agreements). Furthermore, decisions made by way of arbitration would only have 

an inter partes effect, and will not act as precedent for future disputes. 
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Remedies 

 EU law ensures the possibility of a pan-European relief for the infringement of an EU 

trade mark, in order to ensure uniform protection of the mark across the EU.35 Exiting the EU 

(particularly the EU trade mark system) would mean that this relief will no longer available in 

the UK courts. Another problem arises with regards to pan-European injunction that have 

already been obtained. Would such injunctions continue to apply in the UK in a post-Brexit 

environment? What would “infringement in the EU” be construed as? 

Should there be no legislative intervention, it is likely that in the future, an EU trade 

mark owner would have to bring two sets of proceedings to stop the use of its mark where 

an infringement occurs in an EU member state and in the UK (and the latter would depend 

on whether the owner has a UK trade mark, or whether EU trade mark rights have been 

incorporated into the UK via legislation). Even for EU trade mark owners who have already 

obtained a pan-EU injunction pre-Brexit, it may be necessary to obtain a fresh injunction in 

the UK, as the definition of "the EU" would no longer include the UK. Unfortunately, this 

would result in increased litigation costs for EU trade mark owners. However, should there 

be legislative intervention, transitional provisions could be enacted to address the status and 

possibility of such pan-European reliefs. 

Impact of Brexit on trade mark license agreements 

Immediate actions 

 The impact of Brexit on license agreements is likely to be a matter of construction of 

each agreement, applying the applicable governing law. The problem arises where there is 

ambiguity in the provisions in a contract. In order to mitigate uncertainty, EU trade mark 

owners should review and potentially revise their license agreements to “Brexit-proof” it. 

Parties may want to consider inserting express provisions into agreements now, particularly 

in areas such as jurisdiction, governing law, and dispute resolution clauses.  

Choice of law  

 This would remain largely unaffected. Where contracts currently stipulate “English 

law”, it is construed as English law including the applicable EU law. Post-Brexit, this is 
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 Directive 2004/48/EC of 29 April 2004 on the enforcement of intellectual property rights [2004] OJ L195/16 
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unlikely to change as English common law is similar to the current laws in place ie the Rome 

I36 and Rome II37 Regulations.38  

Construing “European Union” 

 The issue of defining the “European Union” is a tricky one, irrespective of Brexit. Pre-

Brexit, such wording is problematic as it may not encompass the potential of an EU 

expansion. Post-Brexit, the issue is whether the wording “European Union” would continue 

to encompass the UK. Naturally, the applicable rules on construction of clauses would apply, 

depending on each individual member state’s (and the UK’s) laws. In order to avoid any 

potential confusion, it is advisable for parties to clarify their positions by spelling out the 

territories they intend to include under the term “European Union”. 

Termination of contract 

 Whether Brexit would be a ground for terminating an existing license agreement 

would depend on the terms of the contract itself. Parties may be able to argue that there has 

been a material adverse change to the license agreement as a result of Brexit, or try to rely 

on the doctrine of frustration to claim that the contract is no longer capable of performance 

as a result of Brexit.39 It is hard to predict the exact impact on EU trade mark owners in this 

regard as it would depend on each individual license agreements and the applicable rules of 

construction of contract would apply. 

Is legislative action needed? 

Summary 

Issue Implications of Brexit What EU trade mark 

owners can do for now 

Is legislative 

assistance 

needed? 

GENERAL CONSIDERATIONS 

Potential 

revocation of 

trade mark 

 EU trade marks 

used only in the UK 

Depending on where EU 

trade mark owners wish 

to maintain their rights, 

Yes 
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would be vulnerable 

to revocation 

 EU trade marks 

used only in the EU 

might lose 

protection in the UK 

they should make use of 

their mark in that 

particular territory 

Exhaustion of 

rights 

Depending on whether 

the UK 

(1) Remains in the 

EEA; 

(2) Adopts international 

exhaustion of rights 

(3) Adopts national 

exhaustion of rights 

-  More dependent 

on the type of 

post-Brexit deal 

struck 

Claiming 

seniority 

Uncertainty on how EU 

trade mark owners can 

benefit from seniority 

claims based on earlier 

UK national marks 

UK trade marks be 

renewed for the time 

being instead of allowing 

it to lapse for an EU 

trade mark 

 

 

 

Yes 

LITIGATION 

Influence of EU 

jurisprudence 

Depending on whether 

the UK remains in the 

EEA. If not, it would 

depend on the 

implementation of the 

Great Repeal Bill  

-  More dependent 

on the type of 

post-Brexit deal 

struck and the 

effects of the 

Great Repeal Bill 

should it be 

passed 

Jurisdiction and 

enforcement of 

judgments 

(cross-border) 

(1) Member of EFTA – 

less changes; 

(2) Ratify Hague 

Convention – 

substantial changes; 

- More dependent 

on the type of 

post-Brexit deal 

struck and the 

effects of the 



(3) UK does nothing – 

dependent on the 

implementation of 

the Great Repeal 

Bill 

Extra: no effect for 

enforcement of arbitral 

awards 

Great Repeal Bill 

should it be 

passed 

Remedies Pan-EU relief no longer 

available 

For EU trade mark 

owners who have 

already obtained pan-EU 

injunctions, it is 

advisable to seek the 

remedy separately in UK 

courts in order to ensure 

that an injunction would 

also run concurrently in 

the UK 

Yes 

LICENSE AGREEMENTS 

Choice of law Unaffected -  -  

Construing 

“European 

Union” 

Unsure whether it 

would extend to the UK 

Clarify position No – contractual 

rules should 

suffice 

Termination of 

contract 

Brexit as a possible 

ground to terminate the 

license agreement 

Depends on the wording 

of the license 

agreements 

No 

 

 Based on the above summary, it can be seen that legislative assistance is not 

required in all aspects. It is also possible for EU trade mark owners to mitigate the effects of 

a post-Brexit environment for the time being. EU trade mark owners could apply for an 

additional UK trade mark in any event, but this might incur unnecessary costs, particularly for 

those with large portfolios. In any event, legislative assistance would ease the uncertainties 

of EU trade mark rights in the UK post-Brexit, providing a more efficient means of extending 

previous rights into a new environment.  

 



Possible options 

 The Chartered Institute of Trade Mark Attorneys has identified 7 possible models that 

could be adopted to prevent the loss of protection for EU trade marks in the UK following 

Brexit.40 These are: 

1. UK plus  

The EU trade mark system would extend to both UK and EU (and potentially other 

European countries not part of the EU such as Norway and Switzerland). This would 

be bilateral and requires the cooperation of the EU 

 

2. Jersey model 

EU trade marks would be deemed to have effects in the UK. This would be a 

unilateral decision. 

 

3. Montenegro model 

All EU trade marks are automatically entered in the UK trade mark register. 

 

4. Tuvalu model 

EU trade mark owners would have the choice on whether to extend their EU trade 

mark to the UK. 

 

5. Veto 

Like the Tuvalu model, EU trade mark owners would have the choice to extend their 

trade mark to the UK, but the UK Intellectual Property Office would retain the right to 

refuse its registration. This particularly applies to marks which are not registrable 

under UK law or practice. 

 

6. Republic of Ireland model 

EU trade mark owners would have the option to create a UK trade mark upon 

renewal of EU trade mark. Registration of the EU trade mark would be enforceable in 

the UK and EU up until renewal. 
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7. Conversion 

EU trade mark would be converted into UK trade marks subject to examination by the 

UKIPO, while the registration of the previous EU trade mark continues to exist. 

Analysis 

The recommendations by CITMA above are listed in decreasing order of its 

favourability to trade mark owners, with the evaluation factors being the initial cost to 

business, the level of UKIPO resource needed, the likelihood of post-division conflicts, and 

effects on legal certainty. It is submitted that even with the Government’s proposed Great 

Repeal Bill, legislations (or provisions) specifically dealing with intellectual property rights 

post-Brexit should be passed, as the current proposal is vague. For example, if EU 

regulations at the time of Brexit are converted into UK law, would this mean the continuation 

of the EU trade mark regime in the UK? If EU trade marks are recognised in the UK post-

Brexit because of the passing of the Great Repeal Bill, will there be two regimes dealing with 

EU trade marks – UK law for EU trade marks in the UK post-Brexit, and the EU regime 

running concurrently? 

 On top of that, some basic observations can be made with regards to these 

proposals. Firstly, any mandatory application for a UK trade mark would increase the 

UKIPO’s workload, and incur additional fees on the part of trade mark owners.41 Secondly, 

an automatic conversion of EU trade mark rights would not ensure the use of such rights in 

the UK, resulting in clutter in the UK trade mark register.42 Thirdly, with regards to license 

agreements, the two regimes (UK Trade Marks Act 1994 and the EU Trade Mark 

Regulations) have some differences. As pointed out by other authors, UK law allows any 

licensee whether exclusive or non-exclusive to bring infringement proceedings in their own 

name, whereas under the EU trade mark regulation, such a right is only afforded to exclusive 

licensees.43   

 When political possibilities are taken into account, some of the options (in particular, 

the UK plus, Jersey and Republic of Ireland scenarios) are also unlikely. The UK 

government is clear that it wishes to take back "control" of its own laws, and exit the Single 

Market.44 Post-Brexit, an automatic extension of EU trade marks (which UK would no longer 

have any influence on its legislative process) into the UK unilaterally would be a paradox to 

the idea of taking back “control” of its own laws.  On the flipside, as much as the UK may be 
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interested in maintaining its sovereignty post-Brexit, the EU also pursues its own EU 

agenda. The EU trade mark is fundamentally a European Union project.45 When the UK 

officially exits the EU, it would no longer be part of the Community. Evaluating the first option 

(UK plus) in this context, it is unlikely that the EU would wish to extend its trade mark system 

to the UK (or to any other countries in Europe), as it would be contrary to it being an EU 

project. The status of the EU is also the biggest difference between the Brexit scenario and 

all the other scenarios outlined – the EU is a supranational entity. Therefore, as much as the 

first option is the best option on the list, just like the Jersey option, it is unlikely to happen.  

Conclusion 

There is much uncertainty with regards to EU trade mark rights following Brexit. On 

one hand, the UK government appears adamant on exiting the Single Market; whilst on the 

other says it is open to the option of incorporating current Single Market arrangements in 

certain areas of law. Where do EU trade marks stand in such plans? It is also yet to be seen 

whether the Great Repeal Bill will be passed, and if it does get passed, what the legislation 

would encompass. Would it adequately deal with IP rights, or would further legislative 

assistance be needed?  

For now, EU trade marks owners are advised to take steps (as discussed above) to 

mitigate the potential problems that may arise in relation to their trade mark rights. Based on 

the above summary, it can be seen that mitigation can largely be carried out in relation to 

license agreements, most likely due to its private and contractual nature. Nevertheless, in 

the bigger picture, EU trade mark owners can only do so much to protect their rights, as the 

steps that can be taken to mitigate the effects of Brexit are limited; and the type of post-

Brexit deal struck and further legislative intervention play a bigger role in the preservation of 

EU trade mark rights following Brexit.  
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